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Remarks 

Section 102 and 103 Rejections 

The rejection over Claims 1-3, 7-24, 33, 35-38, 42-48, and 51-69 under 35 U.S.C. 
102(e) as being anticipated by Ehrman et al (US 6,753,390) was maintained. The 
Applicant maintains the traversal of this rejection. 

The Examiner admits at page 6 of the Office Action dated November 9, 2005, that 
"the order of addition of each of the elements was not a critical aspect as disclosed in 
Ehrman," Yet, the Examiner goes on to state that Ehrman is "anticipatory of the claimed 
process steps without specific evidence to show that the claimed combination would 
provide unexpected results over the prior art " The Applicant cannot find any support in 
the Manual of Patent Examination Procedure ("MPEP") that such a requirement 
must be met by the Applicant to overcome section 102 anticipation over a prior art 
document. The Applicant's understanding of anticipation is derived from the MPEP § 
2131, stating that "to anticipate a claim, the reference must teach every element of the 
claim." MPEP § 2131 at 2100-73 (Rev. 2 May 2004). Further, the MPEP in the same 
section quotes case law in stating that "the identical invention must be shown in as 
complete detail as is contained in the claim." Jd. (citations omitted) In particular, the 
MPEP states that "the elements must be arranged as required by the claim ." Id. 
(citations omitted) 

hi any case, comparison of "catalyst A" (examples 1-6) with "catalyst B" and "C" 
(examples 7-14) demonstrates that the invention as claimed provides catalyst having an 
improved activity. See Tables 1 and 2 for a synopsis of the results showing the 
unexpected features. 

The Applicant requests that this rejection be withdrawn. 
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The Examiner also rejects claims 4-6, 49-50 and 72-73 under 35 U.S.C. 103(a) as 
unpatentable over Ehrman (US 6,753,390) j n view of Szul et al (US 6,372,868). The 
Applicant traverses this, as these claims depend upon allowable claims. 

Further, the Examiner has not provided a motivation or expectation of success in 
combining the two references to make a prima facie case. See MPEP § 2142 at 2100- 
128. Given the distinct approaches of Ehrman and Szul in making the resins they 
disclose, the Applicant contends that there would be no motivation to combine these 
references. In any case, it is the Examiner's burden to show all three required elements. 
MPEP § 2142 (*the initial burden is on the examiner to provide some suggestion of the 
desirability of doing what the inventor has done"). 

Finally, it should be noted that under section 103(c)(1), it is not clear that Ehrman 
can be properly used as a prior art reference for the section 1 03(a) rejection. 

The Applicant requests that this rejection be withdrawn. 

It is submitted that the case is in condition for allowance. ~ 
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